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Claims 1 to 58 are currantly pending, 

Clasms 58 and 60 have been casiceiied. Clams 1 ,11, 34/35, 42, 4$, 44, md §8 are 
amended. Cialms 61 and 62 were submiJied in the Amendment and Fiesponseiibd February 
26, 2010; these daims were not entered, as nofed in the Advisofy Action of March IS, 2010; 
these clasms are not re-submjtled herein and thus are ndtpehding.: The current set of 
amendments reiterates Jiat subrr^stted [n the response: to thei Advisory Action dated Mmh 18, 
2010. 

Amendments to claims 1, 11, 34, 35, and 42 correct minor pundkiation, granrjmatlcal and 
spsPIng errors. .Applicafts note Siat claim 1 has been amended tp : add a cornma after the 
phrase "R, and Rj are, jndep^den% of each oS^ef". The amendments Id daims 43 ahd 44 are 
discussed beiow. Support for the ciaim amendments to da?^^^ and 44 can b© found 
throughout the SpeGificatioa> e.g., at page 1, first and second paragraphs pf the Batskgroand to 
the Invention; page 2, third arid fifth paragraphs; and page 5, fast paragraph. The amenc&nent 
to claim 58 intended to ccsrrect an obvious eiror; support for^is amendment can be found in 

Specification, at page 52, last paragrapft and in thisciatrn as previous^ filed. No new 
matter Is added. 

With respect to any ciairn arnendnient or canGdlation Oncludsng claims 59^$2), 
Applicants have not dedicated to the public or abandoned any unclateed subject matter, and 
moreover have not acqyieK^d to any rejections aid/or ofa|ections made l::^ the Qf5ce. 
Applicante expressly resea-e the right to piirsue prosequiiors of any presently exduded subject 
matter or claim embodiment in one or more fu^re continuation anchor divisional appiiGation(s). 

Applicar?ts thank the Office for acknowledging and entering the amendment filed 
8/3/2009, and for wieidrav^ng the rejecjdons that are not reftel^ted i the current CMpe Action 
and .Advisor/ Actiion. 

Advisory Action dated Jme 4, 20f0 

This Aniendmenl and Response is in response to the Office Action dated Decstiber 7, 
2009, the .Advisory Action dated March 16, 2010, and the Advisory Action dated June 4. 2010. 

The Advisory Action noted that, to avoid abandonment of this application, applicant must 
timely file or?e of seve-al responses, inciudingian amendment, affidavit or other e^denoe, 
which places the applicadan In condition for allowance. Applicants respectfully sufMtsit that the 
present Amendment resolves ail outstanding issues and places this appiication in condiSon for 
immediate allowance 

The Advisory Action of June 4. 2010, noted that the previdusly filed amendments; had not 
been entered becaise each claim was alleged^ not provided wiii a proper status identifier. 
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Specifically, Claim 1 was idendfied as "(Curramiy Amended}", but H was unclear to the OfRcs 
what the amendment was, or if the status of the claim was impropefiy Identified. 

Applicants note that CSaim 1 had been amended to add a comma after the phrase "R, 
and R; are, independent^' of each ofief. Applicants also note thai the Amendment and 
Response aatea March 16,, 2010, stated on page 19 that '-Amendments to claims 1, 1 1, 34, 35. 
and 42 correct minor punctuation , grammatica! and spelling errofs." [emphasis added] Thus, the 
status identifier provided for Claim 1 in the Amendment and ResporBe to the Advisory Action 
dated March 16. 2010, was proper. 

Applicants thus respectfully submit that the present Advisory .Action was filed dueto an 
error by the Cffice, and not due to an error on §ie part of Appiicants. Applicants thus 
respectfully request that the cost of the Extension of Time filed herew^h be Cfeditecf back to 
Deposit Account No. 50-4409 in the name of Novai^s, 

Applicants also note mat additional docunientalion was filed with the Amendment and 
Response to the Advisory Action dated March 15. 2010. Applicant respectfully request that 
such documenfetion be entered and considered. Th^e doci^ents, as described b&km, 
include: (1 ) a copy of the Assignment; (2) a statement under 37 C.F.R. 3.73(b); (3) a new Power 
of Attorney {POA); and (4) a new terminal disciaimer. 

Applicant respectfully submit that the present Amendment, in combination with 
documents filed in responss to the Advisory Action dafed March 16, 2010, resolves afl 
outstanding issu^ and places this applicaion in condition for Immediate allowance. 

The AppIicanlB' Representative Frank VVu thanks Examiner Jon E. Ahgei for his time oh 
June 7, 2010, for a telephonic interview reiated to this case. The Advsory Aclion and Claim 1 
were disousssd, and agreenent was reached. No exhibits or demonstrations were conducted;, 
and no prior ait was discussed. The current Amendmerjt and Response reifiects the; substame 
of the teiephon (c f ht^rview. 

The following text reiterates the text of the response filed to the Advisor\/ Action dated March 16, 
201 0. Applicant respectfully request that these argumenfe be considered, that the 
amendments be entered, and that ^e documentatjon provided therein be considered and 

entered, 

Appilcsnis res.oectfuliy iubsnitthat the case is in condition for Immediate aliowsnce. and also 
request that if addiSonai issues remain, that the Office contact the Applicant's Representative 
below, 
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Mvkory Action dstsd Msrch 16, 2010 

This Amendment and Response is In response to the Office Action dated Dec^ber ?, 
2009, and the Advisory Action dated March 16, 2010. 

The Aovisor>' Action noted that, to avoid abandonment of this application, applicant must 
timeiy file ons of ssvaal responses, including, an amendment, afndavit., or ofter evidence, 
vviiich places the applica^on in condition for aNowance. Applicants respectfully submit that the 
present Amendment resolves all outstanding issues and places this appficatlon in condition for 
immediate allowance. 

in the Advisory Action, it was noted that the Amenctenents fifed on February 26. 2010, 
were not entered, 

in the Advisory Action, it was also noted that the terminal disclaimer filed by Applicants 
was not accepted, as the person signing the tem^lnai disciatmer not of record. This 
deficiency is co.rrected by new documents filed herevwth. 

The Advisory Action further noted that the proposed amendments raised new issues that 
woLild require further consideration and/or search. The Amendment submitted new claims 61 
and 62, but the Advisory Action noted that these new claims v^'ouid introduce new issues and 
new considerations. Without acqu-escing on the validiby of this argument, and withoii 
dedicst^g to the public or abandoning the c\ame6 subject matter, and whie noting that these 
are dependent claims which fail within ^e scope of tneir respective base claims, Applicants 
have not re-submitted claims 61 and S2 hereia and thus these claims are not pendrig. Thus, 
this t^ue is obviated. 

Finaily, the Advisory Action noted that the pending dasns remained rejected for reasons 
of record. These rejections are addressed below, and arguments are reiterated from the 
Amendment Hied February 26. 2010. 

Applicants respectfully submit that the present submission and associated 
documentation obviates all the outstanding issues and places the appiication in condSion for 
imrnediate ailowahce. 

iBlephomc intemews 

The Applicants' Representat-ve Frank Wu thanks Examiner Jon E .Angei! for his time on 
February 23, 2010, for a telephonic inten.'ievv related to this case. 

in that Interview, claim arrsendments to claims 43 and 44 were dsscussed. Agreement 
with respect to these claims was reached. The current amended claim set reflects the 
amendments discussed in the inter>/iew. 

Rejections to claims 69 and 60 were also discussed. Agreement with respect to tiese 
claims was not reached. These claims are herein canceiled. 

The Double Patenting rejection was also briefiy discussed, and agreement was reached. 
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;n addition, no exh=Oii& v/e^e s'^':o/- ordsrsonstrations conducted csunng tr^e telephonic 
interview. Asjde from the U.S. Patent No. 6.670,468. no prior art was discussed 
The current Amendment reflects the substance of telephonic inten/iew. 

Trie .^ippiicaf^ts" Representative Frank Wu also thanks Examiner Jon E Ar.gelf fo; his 
nme on May 5 20 10 for arsoifier telephonic interview related to this esse lo dsscuss the 
Advisory Action dated V^aich 16 2010. 

=n tna? irte-v ;evx ' jc uMe ^^aterfing rejection was discussed, and agreennent was 
reached. 

The defelio,-^ o' csa '-n.s 61 an;! 62 was aiso dsscijssed, and ag^eerreni was asso 'eac^^ed. 

The QlBni aTsersdJnents tc ciain-^s 43 ana 44, which were presented iii t'le Airendrnent 
Rlea Fe&ruar> 26, ,;0^ 0, out not entered, were aiso discussed, and agreement was reached 

No exhsbitswere shown or demonstragons conducted during tie telephonic interview. 
No prior art was discussed. 

The cufient Amertdnient resfleGts the substantse of the teiephonfe interview. 

D&ubh Patmtmg 

In the Office Action of December 7. 2009. tns C^ice had iejected claiois 1 to 60 on the 
ground c^iionstatutory obviousness-type double patenting, as aliegediy be>i-sg unpaierstable over 
cialms 1 to 4 of U S Paten: \5g 6,670 468. The Office has aiso no©d that a timeiy filed terminal 
discla^i^er in con-:plianc-i Vvih 37 CfR > 321 (c) or 1.321(d) may be used to overoc^e an actual 
or provisional rejectior! dased on a nonstatsitory double patenting ground. 

In the Amendment of Februar/ 25, 2010, a tenninal disclaimer was filed. 

The submitted term nal disclaimer was not accepted, as noted in the Advisory Action of 
March 16, 201 G. .According to the Tei-nna' DisclaiiT^ei- informal Checkiist cated March 9, 2010, 
The pei'son who signed the terminal dsciainner , does not have power of attorney, and thus, is 
not of record/' 

!-iled herewith are the following docu.ments: {1 } a copy of the Asslgnrrient signed by the 
inventors to Novartis AG' {2} a statement under 37 C.F.R. 3.73(b) Signed by Mr. Wu, (3) a new 
Power of Attorney (POA) signed by Attorney of Record Paul Paglierani. which appoint 
Practitioners associated with the CustoTer Number 75074 (Novartis AG;-, inciuding Mr. Wu; and 
(4) a nev>f terminal disciasmer slgried by Mr. Wu reciting Novartis AG as the assignee. 

Applicants iespectfulfy request acceptance of Sie attached ferminai discfalmer a.nd 
withdrawal of this rejection. 
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Ciaim Rspciions - 35 aS.C. §112, second paragraph 

Claims 43 and 44 have been rejected under 35 U.S.C. §112, second paragraph, as 
eliegsdiy being indefir5ife for failing to particuiariy point out and distsictfy claim the suii^ect matter 
regarded « the invenfcn. 

Csaim 43 was an independent mettiod ciaim providing an antisense oiigonucieotbe. The 
Office had alleged that Isiguagein the ciaim did not constitute a ciearand actual method step. 
While Applteants traverse tne rejection, this ciaim has been re-written as a dependent ciani, 
depending from the method ciaim 42, 

Ciaim 44 v^as a method ciaim depending from ciaim 43 and citing ttie oiigonucieotide 
derivative of ciaim 12. The Office had alleged hat the ciaim was incompnehensible and 
indefinite. Whife .Appjicants traver-se this rejection, claim 44 has been re-written as a ciaim 
claiming the oiigonuclsotlde derivats/e of ciaim 12, wherein the oligonucleotide derivative 
comsprises an antisense oligonucieotide. 

Applicant respectfully submit tiiat ihese claim amendments obviate this rejection. 

Withdrawal of this fejsction Is respectfully requested. 

Clams Rejections- 35 UBC §112/101 

The Office has rejected CSaims 59 and 60 under 35 USC §11 2/1 01 . 

The Office has stated that these efaims do not set forth any steps involved in the 

fnethod/process; 

Applicants respectfully traverse. Claim 59 recites steps related to forming a hybrid 
between the oiigonucieotide and a target RNA, and inhibiting the ribosomal translatbn process 
of the target RI^A. Ciaim 60 recites steps related to fom^ing a triple helix between the 
oiigonucieotide derivative and a double-stranded gene segment or DNA segment and inhibition 
transcription 

Nonetheless, in an effort to advance prosecution of this appiication and without 
acquiescing to the validity of this rejection, Appficante have cancelled c^ai^^s 59 and 60. 
rendering this rejection moot 

Withdrawal of this rejection Is thus n^pedfuily requested. 

Conclusions 

Reconsideration and vvithdrawaf of the rejections In view of the ar?iended claims is 
hereby requested, in viev>? of the above, each of the presently psndins claims in this application 
is believed to be sr. immediate condition for allowance. Accordingly, the Office is respectfully 
requested to withdraw the outstanding rejection of the claims and to pass this application to 
issue, if it is determined tiiat a telephone coif erence would expedite the prosecution of this 
appficaSon, the Office is invited to telephone the undersigned atthe number given below. In tie 
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event that the Office detern^'nes that an exJensson and/or other relief is required, Appiicani 
petitions for any required relief mcfucfrng extensscns of time and authorizes the Cosnrnissioner to 
charge tiie cosi of such petitions and/or other fees due in connection with the filir^g of ihis 
document tc the Deposit Account noted above. However, the Commissioner is not aumonzed to 
charge 8i6 cost of the issue fee t» the Deposit Account. 



RespecSfsiify subnuttad. 



Novartis Institutes for Biomedica! Research, if>q, 
220 Massachusetts Ave eoa-^aSOH 
Cambridge. MA OilSS 




Frank Wu 

Agent for Applicants 



{617)871-607? 
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Date: 7 Jun&2010 



